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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Claims 17, 20-23, 28, 35, and 36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hall-Goule et al. (WO 03/072664 and US 2005/01 19386 A1). 

WO 03/072664 is the official document used to reject the above claims; however, 
the document's translation is without line numbers, thus US 2005/0119386 is used to 
simplify the citations for the applicant. 
Hall-Goule et al. disclose the following claim limitations: 

As per claim 17: a method of use of at least one hydrocarbon compound having 
a carbon chain of two to six carbon atoms carrying two or three hydroxyl groups in an 
inkjet printing ink composition as a non-particulate matting compound [0042] - [0047] 
(glycerol), said method comprising the step of incorporating a sufficient amount of said 
matting compound into said printing ink composition such that the gloss of a marking 
printed with said printing ink composition is adapted to the gloss of a substrate carrying 
said marking so that said marking is not discernible by an unaided eye [0006], wherein 
said inkjet printing ink composition comprises at least one solvent [0042] - [0047] (ethyl 
acetate, acetone) and at least one binder selected from the group consisting of vinyl 
chloride- and vinyl acetate copolymers, nitrocellulose, and polyvinyl butyral [0050]. 
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As per claim 20: said matting compound is selected from the group consisting of 
1,5-pentane diol, ethylenediol, butanediol, propanediol, glycerol and mixtures thereof 
[0042] - [0047]. 

As per claim 21 : said inkjet printing ink composition further comprises at least 
one marking compound absorbing light outside the visible wavelength range [0006] and 
[0068] (fluorescent colorant). 

As per claim 22: said solvent is selected from the group consisting of ketones, 
acetate esters, alcohols and mixtures thereof [0042] - [0047]. 

As per claim 23: said solvent is selected from the group consisting of acetone, 
methyl ethyl ketone, ethyl acetate, methyl acetate, methanol, isopropanol, isopropyl 
acetate, ethanol, propanol and mixtures thereof [0042] - [0047]. 

As per claim 28: said inkjet printing ink composition further comprises at least 
one conductivity salt, a humectant, and/or a stabilizer [0058]. 

As per claim 35: a method of applying an invisible security marking to a 
substrate, comprising the steps of: providing an inkjet printing ink comprising a sufficient 
amount of at least one non-particulate matting compound, at least one water-free 
solvent [0042] - [0047] and at least one binder selected from the group consisting of 
vinyl chloride- and vinyl acetate copolymers, nitrocellulose, and polyvinyl butryral [0050]; 
and printing with said ink a security marking on a substrate, wherein the gloss of the 
printed security marking is adapted to the gloss of said substrate so that said marking is 
not discernible by an unaided eye [0006], wherein said at least one non-particulate 
matting compound is a hydrocarbon compound having a linear or branched carbon 
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chain of two to six carbon atoms carrying two or three hydroxyl groups [0042] - [0047] 
(glycerol). 

As per claim 36: an inkjet printing ink composition comprising at least one solvent 
[0042] - [0046], at least one binder selected from the group consisting of vinyl chloride- 
and vinyl acetate copolymers, nitrocellulose, and polyvinyl butryral [0050], and at least 
one marking compound, said marking compound absorbing light of a non-visible 
wavelength [0006], and optionally additives, wherein said ink further comprises a 
sufficient amount of a non-particulate matting compound selected from the group of 
hydrocarbon compounds having a linear or branched carbon chain of two to six carbon 
atoms carrying two or three hydroxyl groups, such that the gloss of a marking printed 
with said printing ink composition is adapted to the gloss of a substrate carrying said 
marking so that said marking is not discernible by an unaided eye [0042] - [0047]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 18, 19, 25, and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hall-Goule et al. (WO 03/072664 and US 2005/01 19386 A1) in view 
of Houle (US 6513921 B1). 

Hall-Goule et al. disclose the following claim limitations: 
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The method of claim 1 . 
Hall-Goule et al. do not disclose the following claim limitations: 

As per claim 18: said matting compound is incorporated into said composition in 
an amount ranging from 0.5 to 10 weight% of the overall composition. 

As per claim 19: said matting compound is incorporated into said composition in 
an amount ranging from 1 .0 to 8.0 weight% of the overall composition. 

As per claim 25: the amount of said solvent ranges from 70 to 90% of the overall 
ink composition. 

As per claim 32: said marking compound is incorporated in said composition in 
an amount ranging from 0.0001 to 10 weight% of the overall ink composition. 
Houle discloses the following claim limitations: 

As per claim 18: said matting compound is incorporated into said composition in 
an amount ranging from 0.5 to 10 weight% of the overall composition (example 1 - 
column 22, lines 15-30). 

As per claim 19: said matting compound is incorporated into said composition in 
an amount ranging from 1 .0 to 8.0 weight% of the overall composition (example 1 - 
column 22, lines 15-30). 

As per claim 25: the amount of said solvent ranges from 70 to 90% of the overall 
ink composition (example 1 - column 22, lines 15-30 - water is the solvent). 

As per claim 32: said marking compound is incorporated in said composition in 
an amount ranging from 0.0001 to 10 weight% of the overall ink composition (example 1 
- column 22, lines 15-30). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the method taught by Hall-Goule et al. with the disclosure of Houle 
in order to create an invisible ink that is highly sensitive to UV and infrared light. 

Claims 24, 27, 29-31 , and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hall-Goule et al. (WO 03/072664 and US 2005/01 19386 A1) in view 
ofSiddiqui (US 5939468 A). 

Hall-Goule et al. disclose the following claim limitations: 

The method of claim 1 . 
Hall-Goule et al. do not disclose the following claim limitations: 

As per claim 24: the amount of solvent ranges from 40 to 95 weight% of the 
overall ink composition. 

As per claim 27: said binder is incorporated in said composition in an amount 
ranging from 3 to 30 weight% of the overall ink composition. 

As per claim 29: said conductivity salt is selected from the group consisting of 
lithium nitrate, alkyl ammonium acetate, potassium acetate, and mixtures thereof. 

As per claim 30: the conductivity salt is included in the composition in an amount 
ranging from 0.3 to 5 weight% of the overall ink composition. 

As per claim 31 : the conductivity salt is included in said composition in an 
amount ranging between 0.5 and 3 weight% of the overall ink composition. 

As per claim 33: said marking compound is incorporated in said composition in 
an amount ranging from 0.01 to 2 weight% of the overall ink composition. 
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Siddiqui discloses the following claim limitations: 

As per claim 24: the amount of solvent ranges from 40 to 95 weight% of the 
overall ink composition (example 1 - column 12, line 55 -column 13, line 16). 

As per claim 27: said binder is incorporated in said composition in an amount 
ranging from 3 to 30 weight% of the overall ink composition (example 1 - column 12, 
line 55 - column 1 3, line 1 6). 

As per claim 29: said conductivity salt is selected from the group consisting of 
lithium nitrate, alkyl ammonium acetate, potassium acetate, and mixtures thereof 
(example 1 - column 12, line 55 - column 13, line 16). 

As per claim 30: the conductivity salt is included in the composition in an amount 
ranging from 0.3 to 5 weight% of the overall ink composition (example 1 - column 12, 
line 55 -column 13, line 16). 

As per claim 31 : the conductivity salt is included in said composition in an 
amount ranging between 0.5 and 3 weight% of the overall ink composition (example 1 - 
column 12, line 55 - column 13, line 16). 

As per claim 33: said marking compound is incorporated in said composition in 
an amount ranging from 0.01 to 2 weight% of the overall ink composition (example 1 - 
column 12, line 55 - column 13, line 16). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the method taught by Hall-Goule et al. with the disclosure of Siddiqui 
in order to provide an invisible ink with better reaction to UV light. 
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Response to Arguments 

Applicant's arguments with respect to claims 17-25, 27-33, 35, and 36 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAURA E. MARTIN whose telephone number is 
(571)272-2160. The examiner can normally be reached on Monday - Friday, 7:00 - 
3:30. 



Application/Control Number: 10/578,195 Page 9 

Art Unit: 2853 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen D. Meier can be reached on (571) 272-2149. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/L. E. M./ 



Laura E. Martin 



/Manish S. Shah/ 

Primary Examiner, Art Unit 2853 



